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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 1, 2, 10 & 11 are rejected under 35 U.S.C. 103(a) as being disclosed by 
Lupien et al. (US 5,101,353, hereafter Lupien) in view of Phillips et al. (US 6,792,399 
B1, hereafter Phillips). 

Re. Claims 1 & 10, Lupien discloses a computer-implemented method and system 
for providing an automated auction analysis with the objective of seeking incremental 
profits from participation in auction markets (Abstract - II. 1-2, 16-18, 23-25; Claim 12, 
I. 3), comprising: 

• estimating unknown elements of market structure of the auction based on 
auction characteristics data extracted from historical auctions for similar items 
and a bidding model matching the extracted auction characteristics data 
(Abstract-ll. 16-18; Col. 3, II. 19-22; Col. 9, II. 61-67. Lupien reads on estimating 
unknown elements of market structure, in this case securities market structure for 
specific securities and groups of securities based on the auction characteristics 
data extracted from the historical stock market data. The historical stock market 
data is based on historical stock market auction data of the same and similar 
securities. The underlying bidding model used in the analysis is implicit since 
there would be no basis on which for making any assumptions without a model. 
This implicit model produces the estimates of market structure based on the 
assumptions made in applying the model. It would be highly improbable 
bordering on irrationality to perform an auction analysis without making any 
assumptions.); 
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• predicting bidding behaviors of bidders in the auction based on the estimated 
unknown elements of market structure and characteristics of the auction (Col. 3, 
II. 19-22, 28-37. Lupien obviously reads on the prediction of future bidding 
behavior of bidders in the auction using the above estimated unknown elements 
of market structure and characteristics of the auction, since prediction of bidding 
behavior in a market environment requires the use of assumptions and estimates 
of unknown variables of a future event such as an auction); 

• employing an evaluation criterion to generate an evaluation of the auction 
based on (1) the estimated unknown elements of market structure and (2) the 
predicted bidding behavior of bidders (Col. 4, II. 61-65. Lupien teaches that 
actions (to buy and sell through the bidding system in the auction based stock 
market) are taken after making appropriate decisions based on the evaluation 
process he labels as an analysis of transactions (in the market)). 

Thus, it would have been obvious to an ordinary practitioner of the art at the time of 
Applicant's invention to use the bidding model(s) and the predicting of bidding 
behaviors which underlie Lupien's teaching. Lupien does not explicitly teach a bidding 
model and the explicit predicting of bidding behaviors, although the predicting of 
bidding behaviors obviously underlies the process leading to action decisions for 
participating in the auction process involved in securities markets, since it would be 
highly improbable bordering on being irrational to perform an auction analysis without 
making any assumptions and without implicitly if not explicitly using some kind of model 
in the process. However, Phillips discloses a broad review of methodologies for 
predicting or forecasting bidding/trading behavior in market environments through 
various types of modeling, from the forecasting of the economy (Col. 3, I. 16 - Col. 6, 
I. 7) to the forecasting of the behavior of auction bidders for stocks and stock markets 
(Col. 1 1, 1. 35 - Col. 12, 1. 49, Col. 17, II. 8-20; Col. 48, II. 5-27; trading behavior - Col. 
16, II. 42-52), to the demand for specific products (Col. 6, II. 8-17). Therefore, the 
ordinary practitioner of the art at the time of Applicant's invention would have found it 
obvious to modify the teachings of Lupien with the teachings of Phillips in order to 
provide a computer implemented method and system of automated auction analysis, 
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motivated by a desire to improve techniques for forecasting the values of auction 
variables (Phillips, Col. 1, II. 8-9). 

Re. Claims 2 & 11, Lupien discloses a method and system comprising the step of 
generating a report from the evaluation of the auction (Col. 4, II. 32-41; Col. 6, II. 3-4, 
7, 15-20, 33-37. Lupien teaches the production of a variety of reports deliverable in a 
plurality of media, including printing, electronic display, and transmission to the 
recipient's electronic storage medium.). 

2. Claims 3-6, 12-14, 18 and 21 are rejected under 35 U.S.C. 103(a) as being 
disclosed by Lupien in view of Phillips as applied to claims 1 and 10, and further in view 
of Shoham (US Patent 6,285,9898 B1). 

Re. Claims 3, 4, 12 & 13, neither Lupien nor Phillips explicitly disclose a method and 
system comprising the steps of 

• selecting the best auction design candidates from the evaluation of the auction; 
and 

• sending these best auction design candidates to an external auction 
implementation system to implement the auction. 

• wherein the best auction design candidates are sent to the external auction 
implementation system via the Internet. 

However, Shoham discloses a process of developing the best auction design 
candidates from the evaluation of the auction and sending these best auction design 
candidates to an external auction implementation system to implement the auction 
(Col. 4, II. 37-45. Electronic networks including the internet present obviously 
numerous options for the mechanisms for making use of the best auction designs, 
including the external implementation options illustrated by Shoham, such as the 
internet). Therefore, the ordinary practitioner of the art at the time of Applicant's 
invention would have found it obvious to modify the teachings of Lupien and Phillips 
with the teachings of Shoham in order to provide a computer implemented method and 
system of automated auction analysis and the selection of the best auction candidates, 
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motivated by a desire to provide a highly versatile toolkit with which to quickly define 
and deploy a wide range of online markets and to be able to modify rules on the fly 
without needing to engage in a lengthy software development process and service 
disruption (Shoham, Col. 4, II. 29-34). 

Re. Claims 5 & 14, Lupien discloses a method and system wherein the step of 
estimating the unknown elements of market structure of the auction further comprises 
accessing an external historical auction data repository for the auction characteristics 
data of the historical auctions for the items similar to the given item based on an user 
input of the given item to be auctioned (External data collection is disclosed in Col. 3, II. 
7-14). 

Neither Lupien nor Phillips explicitly disclose 

• selecting, from an external bidding model repository, the bidding model matching 
the auction characteristics data; 

• combining the extracted auction characteristics data and the bidding model to 
estimate the unknown elements of market structure of the auction. 

However, as cited in the rejection of claims 3, 4, 12 & 13, Shoham discloses selecting 
the bidding model matching the auction characteristics data and combining the 
extracted auction characteristics data and the bidding model to estimate the unknown 
elements of market structure of the auction (Col. 4, II. 41-54). Therefore, the ordinary 
practitioner of the art at the time of Applicant's invention would have found it obvious to 
modify the teachings of Lupien and Phillips with the teachings of Shoham in order to 
provide a computer implemented method and system of automated auction analysis 
and application of selecting the best auction candidates, motivated by a desire to 
provide a highly versatile toolkit with which to quickly define and deploy a wide range of 
online markets and to be able to modify rules on the fly without needing to engage in a 
lengthy software development process and service disruption (Shoham, Col. 4, II. 29- 
34). 

Re. Claim 6, Lupien discloses a system wherein the structure extractor further 
comprises 
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• a data selection module that accesses an external historical auction data 
repository for the auction characteristics data of the historical auctions for the 
items similar to the given item based on an user input of the given item to be 
auctioned (Col. 3, II. 7-14); 

Neither Lupien not Phillips explicitly disclose 

• a bidding model selection module that selects, from an external bidding model 
repository, the bidding model matching the auction characteristics data; 

• a structure estimation module that combines the extracted auction 
characteristics data and the bidding model to estimate the unknown elements of 
market structure of the auction 

However, Shoham discloses or suggests a process which selects a bidding model 
selection module and a structure estimation module that combines the extracted 
auction characteristics data and the bidding model to estimate the unknown elements of 
market structure of the auction (Col. 4, II. 41-54. See claims 3, 4, 12 & 13). 
The ordinary practitioner of the art at the time of Applicant's invention would have found 
it obvious to modify the teachings of Lupien and Phillips with the teachings of Shoham 
in order to provide a computer implemented method and system of automated auction 
analysis and application of selecting the best auction candidates, motivated by a desire 
to provide a highly versatile toolkit with which to quickly define and deploy a wide range 
of online markets and to be able to modify rules on the fly without needing to engage in 
a lengthy software development process and service disruption (Shoham, Col. 4, II. 29- 
34). 

Re. Claims 18 & 21, neither Lupien nor Phillips explicitly disclose a system and method 
wherein the bidding model comprises one of an English auction bidding model, a 
Dutch auction bidding model, a first-price-sealed bid bidding model, and a Vickrey 
auction bidding model. However, Shoham discloses an English auction bidding 
model, a Dutch auction bidding model, a first-price-sealed bid bidding model, and a 
Vickrey auction bidding model (Col. 1, II. 38-42; Col. 6, II. 10-24). Therefore, the 
ordinary practitioner of the art at the time of Applicant's invention would have found it 
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obvious to modify the teachings of Lupien and Phillips with the teachings of Shoham in 
order to provide a computer implemented method and system of an automated auction 
wherein the bidding model comprises one of an English auction bidding model, a 
Dutch auction bidding model, a first-price-sealed bid bidding model, and a Vickrey 
auction bidding model, motivated by a desire to provide a highly versatile toolkit with 
which to quickly define and deploy a wide range of online markets and to be able to 
modify rules on the fly without needing to engage in a lengthy software development 
process and service disruption (Shoham, Col. 4, II. 29-34). 

3. Claims 8, 9 & 17 are rejected under 35 U.S.C. 103(a) as being disclosed by 
Lupien in view of Phillips as applied to claims 1 and 10 above, and further in view of 
Szabo (US Patent 6,868,525 B1). 

Re. Claim 8, Lupien and Phillips disclose a system of predicting auction bidder behavior 
for matching the characteristics of an auction (See claims 1 and 10 above). Lupien and 
Phillips also disclose a behavior prediction module that predicts the bidding behaviors of 
bidders in the auction by applying the estimated unknown elements of market structure 
into the extracted bidding model matching the input of auction characteristics of the 
auction. Neither Lupien nor Phillips disclose a system using an external bidding model 
repository and user input regarding the characteristics of an auction. However, Szabo 
discloses the use of user inputs (Col. 5, II. 38-41). An ordinary practitioner of the art at 
the time of Applicant's invention would have found it obvious to further modify the art of 
Lupien and Phillips with the disclosures of Szabo in order to provide a computer 
implemented method and system of automated auction analysis which includes user 
inputs for selecting the best auction candidates by improved means of estimating 
unknown elements and ranking the evaluation for each of the candidate auction 
decisions, motivated by a desire to provide users with information which more 
accurately corresponds to the information sought (Szabo, Col. 3, II. 42-45). 
Re. Claims 9 & 17, Lupien and Phillips disclose the method and system step of 
employing an evaluation criterion to generate an evaluation of the auction to provide 
prediction for each of the candidate auction decisions using the evaluation criterion and 
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based on (1) the estimated unknown elements and (2) the predicted bidding behavior of 
bidders (See claims 1 and 10 above). Phillips discloses the use of rankings of inputs 
and the ranking of results (Col. 6, II. 35-37, 56-58). Neither Lupien nor Phillips explicitly 
disclose the use of user inputs. However, Szabo discloses the use of user inputs (Col. 
5, II. 38-41). An ordinary practitioner of the art at the time of Applicant's invention would 
have found it obvious to further modify the art of Lupien and Phillips with the disclosures 
of Szabo in order to provide a computer implemented method and system of automated 
auction analysis and application of selecting the best auction candidates by improved 
means of estimating unknown elements and ranking the evaluation for each of the 
candidate auction decisions, motivated by a desire to provide users with information 
which more accurately corresponds to the information sought (Szabo, Col. 3, II. 42-45). 

4. Claim 16 is rejected under 35 U.S.C. 103(a) as being disclosed by Lupien in 
view of Phillips as applied to claims 1 and 10 above, and further in view of Shoham and 
Szabo. 

Re. Claim 16, Lupien and Phiilips disclose a method and system of predicting bidding 
behaviors of bidders in an auction predicting the bidding behaviors of bidders in the 
auction by applying the estimated unknown elements of market structure into a bidding 
model (see claims 1 and 10). Neither Lupien nor Phillips explicitly disclose the use of 
bidding models obtained from an external repository and using user input of auction 
characteristics of the auction. However, Shoham discloses or suggests the use of 
bidding models obtained from an external repository (See claims 3, 4,12 and 13 above). 
Further, Szabo discloses the participation of the user in the system by making inputs 
(Col. 5, II. 38-41 ). Therefore, the ordinary practitioner of the art at the time of Applicant's 
invention would have found it obvious to modify the teachings of Lupien, Phillips and 
with the disclosures of Shoham and Szabo in order to provide a computer implemented 
method and system of automated auction analysis and application of selecting the best 
auction candidates which also makes use of user inputs in the prediction of bidding 
behaviors of bidders in the auction process, motivated by a desire to provide users with 
information which more accurately corresponds to the information sought (Szabo, Col. 
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5. Claims 7 & 15 are rejected under 35 U.S.C. 103(a) as being disclosed by 
Lupien, Phillips and Shoham as applied to claims 6 and 14 above, and further in view of 
Szabo, and Bajari and Hortacsu (Auction Models When Bidders Make Small Mistakes: 
Consequences for Theory and Estimation. August 15, 2001, hereafter Bajari). 
Re. Claims 7 & 15, Lupien discloses a system and method wherein the auction 
characteristics data are part of the auction mechanism data that also include bid data 
and a structure estimator, and estimating steps of a variety of data related to an 
evaluation for participating in an auction process (See Claims 1 & 10). Phillips 
discloses a method and system of estimating or predicting a value of a target variable 
based on the prediction of other variables called Interpolation Modeling (Col. 11,1. 34). 
Shoham discloses a method and system for selecting the most appropriate auction 
method (See claims 5 & 14). 

None of Lupien, Phillips or Shoham disclose applying the bid data to the bidding model 
to invert the bidding model so as to express unobservable variables in the bidding 
model in terms of the bid data; and applying a statistical density estimation technique to 
the expression so as to obtain an estimate of the unknown elements. However, Szabo 
discloses the use of statistical density estimation techniques in the analysis of online 
transactions, including commercial transactions such as auctions (Col. 25, I. 6, Col. 26, 
II. 6-7; col. 27, II. 15-18, 55-58; Col. 28, II. 1-2, 60-62). Further, Bajari discloses the use 
of model inversion technique analysis of auction data (page 16, Estimation Procedure, 
lines 3-6, using a technique attributed to Bajari (1997)). Therefore, the ordinary 
practitioner of the art at the time of Applicant's invention would have found it obvious to 
modify the art of Lupien, Phillips and Shoham with the teachings of Bajari and Szabo in 
order to provide a computer implemented method and system of automated auction 
analysis and application of selecting the best auction candidates by improved means of 
estimating unknown elements, motivated by a desire to provide improved tools for the 
analysis and design of auctions in real world application (Bajari, Abstract, lines 1-3). 



* 
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6. Claims 19, 20, 22 & 23 are rejected under 35 U.S.C. 103(a) as being disclosed 
by Lupien, Phillips and Shoham as applied to claims 6 and 14 above, and further in view 
of Seymour et al. (US Patent 6,871,190 B1, hereafter Seymour). 
Re. Claims 19 & 22, neither Lupien nor Phillips explicitly disclose a system and 
method wherein the auction characteristics data describe at least a reserve price of the 
given item, an auction format, and a number of bidders. However, Shoham discloses 
auction formats (Col. 2, I. 63) and a number of bidders (Col. 1 , I. 35 - Col. 2, I. 1 0). 
Seymour discloses the use of a reserve price in an auction (Col. 9, I. 66; Col. 10, I. 
66; Col. 11,1. 55). Therefore, the ordinary practitioner of the art at the time of 
Applicant's invention would have found it obvious to combine the art of Lupien, Phillips, 
with the art of Shoham and Seymour in order to provide a computer implemented 
method and system of automated auction wherein the auction characteristics data 
describe at least a reserve price of the given item, an auction format, and a number 
of bidders, motivated by a desire to provide auction solutions ranging from simple to 
very complex and sophisticated (Shoham, Col. 4, II. 43-45). 
Re. Claims 20 & 23, neither Lupien nor Phillips explicitly disclose a system and 
method wherein the bidding behavior predictor receives as input plural auction decision 
candidates that correspond to different types of auctions, and wherein the bidding 
behavior predictor predicts bidding behaviors for the plural auction decision 
candidates. Applicant's specification defines his auction decision candidates thusly: 
"The automatic decision support system 10 then selects the best auction decision 
candidates (e.g., the best auction format is English, the reserve price is $100, the 
entry fee is $5, and the duration is five days) among the inputted auction decision 
candidates based on the auction evaluation criterion and the estimated market 
structure of the auction." (page 9, II. 5-10). The rejection of claims 18 and 19 (Lupien 
and Phillips in view of Shoham and Seymour) reveal the prior art for the bidding 
behavior inputs of auction formats and reserve price, and rejection rationale for the 
bidding behavior predictor of the plural auction candidates is contained in the rejection 
of claims 1 and 10. Therefore, the ordinary practitioner of the art at the time of 
Applicant's invention would have found it obvious to combine the art of Lupien, Phillips, 
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with the art of Shoham and Seymour in order to provide a computer implemented 
method and system of automated auction wherein the bidding behavior predictor 
receives as input plural auction decision candidates that correspond to different types of 
auctions, and wherein the bidding behavior predictor predicts bidding behaviors for the 
plural auction decision candidates, motivated by a desire to provide auction solutions 
ranging from simple to very complex and sophisticated (Shoham, Col. 4, II. 43-45). 



Response to Arguments 

7. Applicant's arguments filed June 16, 2006 regarding claims 1-17 have been fully 
considered but they are not persuasive. No arguments have been made regarding new 
claims 18-23. 
ARGUMENT: 

" ... a prima facie case of obviousness has not been established with respect to claim 1 
for at least the reason that the hypothetical combination of Lupien and Phillips does not 
teach or suggest all elements of claim 1. See M.P.E.P 2143 (8 th ed., Rev. 3, at 2100- 
135". (p. 8, 11-14). 

Sole Supporting Argument: the Office Action made the unsupported comment that 
"the predicting of bidding behaviors obviously underlies the process leading to action 
positions for participating in the auction process involved in securities markets." 3/13/2006 
Office Action at 3. There is absolutely no indication or suggestion of this feature in Lupien.' 
(page 9, II. 1-5). 
RESPONSE: 

Applicant's Definition of Terms: "The term "market structure" is a well known term 
in the field of econometrics. It means substantially the same as the term "auction 
environment" (or market environment). Thus, these terms are interchangeable. The 
term "market structure" indicates, in the auction context, environmental factors or 
conditions that may affect potential bidders in the actual bidding during the auction (or 
in the auction-related decision making process). In other words, the market structure 
indicates the factors that may affect a bidder in decisions related to the auction. This 
term also covers the structure of private information held by bidders of the auction. The 
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private information specifies any information held privately by a bidder or potential 
bidder (i.e., information not possessed by other bidders or seller). Typically, a bidder's 
willingness to pay for the auctioned item is known only by the bidder himself/herself.". 
(Specification, Page 9, lines 11-23). 

This definition supports the examiner's rejection rationale by explicitly giving 
Applicant's terminology the broad meaning which the examiner read in the claim 
limitations. 

Re. sole Supporting Argument: In response to Applicant's argument, the examiner 
has further expanded above on the rationale of the last Office Action used for the 
rejection of claims 1 and 10 without changing the basis of the rejection. The predicting 
of bidding behaviors would have been implicit in Lupien to the ordinary practioner. Put 
most simplistically, anyone who participates in the auction process involved in securities 
markets is engaging in the predicting of bidding behavior. If one is selling a security (not 
for reasons of necessity but strictly because one wants to position a securities portfolio 
for future profit maximization), one is predicting in some manner that the bidders in the 
future will collectively bid the security down, or that they will provide tepid support for the 
increase in its value, or that the support the security gets will be less than other 
alternatives satisfactory to the decision maker. The prediction may be based on a whim, 
or on an elaborate analysis. It is never the less an application of prediction of bidding 
behavior. Thus both Lupien and Phillips necessarily and implicitly suggest the predicting 
of bidding behaviors. 

Re. The establishing of a Prima Facie case of obviousness: 

The Federal Circuit recently has been distinguishing the rulings of In re Lee, In re 
Dembiczak and In re Johnston. The recent ruling of In re Kahn supports this trend as 
well. Note the following: 

"A suggestion, teaching, or motivation to combine the relevant prior art teachings 
does not have to be found explicitly in the prior art, as the teaching, motivation, or 
suggestion may be implicit from the prior art as a whole, rather than expressly 
stated in the references. . . . The test for an implicit showing is what the combined 
teachings, knowledge of one of ordinary skill in the art, and the nature of the problem 
to be solved as a whole would have suggested to those of ordinary skill in the art.Jn 
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re Kotzab , 217 F.3d 1365, 1370 (Fed. Cir. 2000). However, rejections on 
obviousness grounds cannot be sustained by mere conclusory statements; instead, 
there must be some articulated reasoning with some rational underpinning to 
support the legal conclusion of obviousness. See Lee . 277 F.3d at 1343-46; 
Rouffett , 149 F.3d at 1355-59. This requirement is as much rooted in the 
Administrative Procedure Act, which ensures due process and non-arbitrary 
decisionmaking, as it is in § 103. See id. at 1344-45." In re Kahn, Slip Op. 04-1616, 
page 9 (Fed. Cir. Mar. 22, 2006). (Bolding is added). 

In this instance, the examiner has met the standards reconfirmed by In re Kahn stated 
above. The examiner has pointed in the rejection rationale for each claim and here in 
the Reply to Arguments section to a combination of explicit, implicit, suggested and 
obvious reasons, to the knowledge of the ordinary practitioner in consideration of the 
problems to be solved, supported by articulated reasoning with some rational 
underpinning to support the legal conclusion of obviousness in making the rejections of 
independent claims 1 and 10 under the 35 USC obviousness statute. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Siegfried Chencinski whose telephone number is 
(571)272-6792. The Examiner can normally be reached Monday through Friday, 9am to 
6pm. 
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If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Hyung S. Sough, can be reached on (571) 272-6799. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks, Washington D.C. 20231 
or (571J273-8300 [Official communications; including After Final communications 
labeled "Box AF"] 

(571) 273-6792 [Informal/Draft communications, labeled M PROPOSED H or 
"DRAFT"] 

Hand delivered responses should be brought to the address found on the above 
USPTO web site in Alexandria, VA. / 



August 2, 2006 
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